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DETAILED ACTION 

1 . Claims 1 - 28 are presented for examination. 

Drawings 

2. New corrected drawings in compliance with 37 CFR 1 .121 (d) are required in this 
application because fig. 12 - 19 are not clean and it is difficult to read. . The drawings 
must be made on paper that has a white background (see 37 CFR 1 .84 (e)). For 
example, drawings on graph paper, lined paper or paper that has a non-white 
background are not acceptable. See Figures 12 - 1 9.Applicant is advised to employ the 
services of a competent patent draftsperson outside the Office, as the U.S. Patent and 
Trademark Office no longer prepares new drawings. The corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on 23 June 2005 was filed 
before the mailing date of the first office action. The submission is in compliance with 
the provisions of 37 CFR 1 .97. Accordingly, the information disclosure statement is 
being considered by the examiner. 

Claim Objections 
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4. Claim 23, recites the limitation "ADC" on line 6, and ". The abbreviation of term 
"ADC" is required or defined at least once in claim. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

5. Claims 17 - 18 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of claims 1 7 - 1 8 of prior U.S. Patent No. 6,681 ,332 B1 . This is a double 
patenting rejection. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1 046, 29 USPQ2d 201 0 (Fed. Cir. 1 993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 1-16, and 19-28 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 - 28 of U.S. 
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Patent No. 6,681 ,332 B1 . Although the conflicting claims are not identical, they are not 
patentably distinct from each other because: 

7. Claim 1 essentially repeats all the steps (a), (b), and (c) for placing the device in 
a selected mode of operation listed in the US. Pat. 6,681 ,332 B1 , claim 1 . 

8. Claim 2 essentially repeats the step for placing the device select signal into an 
inactive logic state listed in the US. Pat. 6,681,332 B1, claim 2. 

9. Claim 3 essentially repeats the inactive logic state as HIGH logic state listed in 
the US. Pat. 6,681 ,332 B1 , claim 3. 

1 0. Claim 4 essentially repeats the step of placing the device select signal into an 
active logic state listed in the US. Pat. 6,681 ,332 B1 , claim 4. 

1 1 . Claim 5 essentially repeats the active logic state as LOW logic state listed in the 
US. Pat. 6,681,332 B1, claim 5. 

12. Claim 6 essentially repeats the step for returning the device select signal to the 
first logic state after the occurrence of a first transition of the clock signal, but after the 
occurrence of a second subsequent transition of the clock signal listed in the US. Pat. 
6,681,332 B1, claim 6. 

1 3. Claim 7 essentially repeats the transition of the clock including the second falling 
edge of the clock signal that occurs after assertion of the device select signal in a 
second logic state listed in the US. Pat. 6,681 ,332 B1 , claim 7. 

14. Claim 8 essentially repeats the reduced power consumption mode, and second 
subsequent transition of the clock signal includes the tenth falling edge of the clock 
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signal that occurs after the assertion of device select signal in a second logic state listed 
in the US. Pat. 6,681 ,332 B1 , claim 8, and 1 . 

15. Claim 9 essentially repeats the steps (d), and (e) for restoring the device in a 
normal operating mode listed in the US. Pat. 6,681,332 B1, claim 1. 

16. Claim 10 essentially repeats the second user-controlled time window defined by 
at least ten falling edges of the clock signal listed in the US. Pat. 6,681 ,332 B1 , claim 7. 

17. Claim 1 1 essentially repeats all the steps (a), (b), and (c) for placing the 
integrated circuit device having a chip select [CS] input and a clock [CLK] input into a 
selected mode of operation listed in the US. Pat. 6,681,332 B1 , claim 1 1 . 

18. Claim 12 essentially repeats the initial inactive logic state as HIGH logic state 
listed in the US. Pat. 6,681,332 B1, claim 12. 

19. Claim 1 3 essentially repeats the initial active logic state as LOW logic state listed 
in the US. Pat. 6,681,332 B1, claim 13. 

20. Claim 14 essentially repeats the reduced power consumption mode, and second 
subsequent transition of the clock signal includes the tenth falling edge of the clock 
signal that occurs while the CS is in the active logic state listed in the US. Pat. 
6,681,332 B1, claim 14, and 11. 

21 . Claim 1 5 essentially repeats the steps (d), and (e) for restoring the device in a 
normal operating mode listed in the US. Pat. 6,681,332 B1, claim 15. 

22. Claim 16 essentially repeats the second user-controlled time window defined by 
at least ten falling edges of the clock signal listed in the US. Pat. 6,681,332 B1, claim 
16. 
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23. Claim 1 9 essentially repeats the means for changing operating mode of the 
device places the device in a first selected mode of operation in response to a first 
combination of logic state transitions, and places the device in a second selected mode 
of operation in response to a second combination of logic state transitions listed in the 
US. Pat. 6,681,332 B1, claim 19. 

24. Claim 20 essentially repeats the state transitions at the clock input, occurring 
between logic state transitions at the device select input listed in the US. Pat. 6,681,332 
B1, claim 20. 

25. Claim 21 essentially repeats the second combination of logic state transitions 
further includes at least ten logic state transitions the clock input, occurring between 
logic state transitions at the device select input listed in the US. Pat. 6,681 ,332 B1 , 
claim 21. 

26. Claim 22 essentially repeats an analog-to-digital converter with all the means for 
converting an analog input signal into a corresponding digital signal; means for 
outputting the corresponding digital signal in serial form; means for generating at least 
one command signal in response to a number of serial clock signal cycles occurring 
between changing states of the control signal; and means for selecting an operating 
mode of the analog-to- digital converter in response to the command signal listed in the 
US. Pat. 6,681 ,332 B1 , claim 22. 

27. Claim 23 essentially repeats the means for converting an analog input signal into 
a corresponding digital signal further includes a track and hold circuit coupled to the 
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analog input signal; and a successive approximation ADC coupled to the track and hold 
circuit, listed in the US. Pat. 6,681,332 B1, claim 23. 

28. Claim 24 essentially repeats the means for outputting a corresponding digital 
signal further includes a data multiplexer coupled to said means for converting the 
analog input signal and to said serial clock signal; and a serial data output coupled to 
the data multiplexer listed in the US. Pat. 6,681,332 B1, claim 24. 

29. Claim 25 essentially repeats the means for generating at least one command 
signal further includes clock divider and counter logic coupled to the serial clock signal 
and the control signal, wherein the clock divider and counter logic generates a plurality 
of command signals conditioned, at least in part, by the number of serial clock signal 
cycles occurring between changing states of the control signal listed in the US. Pat. 
6,681,332 B1, claim 25. 

30. Claim 26 essentially repeats the means for means for selecting an operating 
mode of the analog-to-digital converter in response to the command signal further 
comprises control and power management logic coupled to the control signal and the 
clock divider and counter logic listed in the US. Pat. 6,681 ,332 B1 , claim 26. 

31 . Claim 27 essentially repeats the integrated circuit subsystem with interconnection 
arrangement of devices and control circuit [control and power management logic with 
clock divide and Johnson counter] coupled to the device select and serial clock input 
signals, to place plurality of integrated circuits into DAISY CHAIN mode of operation in 
response to user-controlled number of logic state transitions of serial clock input signal 
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occurring between logic state transitions of the device select signal listed in the US. Pat. 
6,681,332 B1, claim 11, and 22. 

32. Claim 28 essentially repeats an anaiog-to-digital converter with the conversion 
subsystem that convert an analog input signal into digital signal; a device select signal 
and serial clock input signal; a range programming subsystem [means for applying 
power with power management logic coupled to control signal and clock divider] 
responsive to device select and clock such that such that full-scale input voltage ranges 
in response to user controlled number of logic state transitions of serial input clock 
occurring between logic state transition of the device select signal listed in the US. Pat. 
6,681,332 B1, claims 22, and 26. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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33. Claims 1 - 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schreiber et al. [hereinafter as Schreiber], US Patent 6,456,219 B1, and further in view 
of Suzuki, US Patent 6,057,795. 

34. As to claims 1 , 11, 17, and 22 Schreiber teaches a device and method for placing 
a device [analog-to-digital converter] in a selected mode of operation including 
initializing a device select signal [SCLK] into a first logic [level "1"] state [col. 6, lines 14 
- 23]; asserting the device select signal [SCLK] in a second logic [level "0"] state [col. 6, 
lines 24 - 25]; and returning the device select signal [SCLK] to the first logic [level "1"] 
state with time period [conversion cycle/period] [col. 3, lines 35 - 43, col. 4, lines 39 - 
67, col. 5, 1 -67, col. 6, lines 1 -67, col. 7, lines 1-11, col. 9, lines 11 - 26, fig. 1]. 

However, Schreiber does not teach explicitly that the state transition time period 
[time window] for returning the select signal in first state is user-controlled. 

Suzuki teaches an analog-to-digital [A/D] converter, a mode selection section for 
selecting a conversion mode and a standby mode, and control section for controlling 
A/D based on the respective mode and breaks the current path during a standby mode 
[first state] and duration [time window] specified from outside of the system [user- 
controlled][col. 1 , lines 48 - 57, col. 3, lines 7 - 53, col. 4, lines 34 - 52]. 

It would have been obvious to one of ordinary skill in art, having the teachings of 
Schreiber and Suzuki before him at the time of invention was made, to modify the 
controller [107] and timing generator [17] disclosed by Schreiber to include a capability 
of specifying the duration from outside [user-controlled/specified] as taught by Suzuki in 
order to obtain an analog-to-digital converter [A/D device] and method of operation with 
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duration of standby mode specified from outside [user-controlled] to obtain an optimum 
periodic or intermittent operation of system while saving power, and a variable setting 
for standby counter enables a single clock signal to control different timings in system 
thereby avoiding an increase of the size [col. 4, lines 35 - 46]. 
35. As to claim 27, Schreiber teaches an integrated circuit subsystem [col. 1 , lines 6 
- 8] comprising: a plurality of integrated circuit devices each having a signal input and a 
signal output, the devices interconnected such that a signal output of a preceding 
device is coupled to a signal input of a subsequent device, and the integrated circuit 
devices share common device select and serial clock input signals; and control circuitry 
coupled to the device select and serial clock input signals, the control circuitry placing 
the plurality of integrated circuits into a DAISY CHAIN mode of [sequential] operation in 
response to a number of logic state transitions of the serial clock input signal occurring 
between logic state transitions of the device select signal [col. 3, lines 35 - 43, col. 4, 
lines 39 -67, col. 5, 1 -67, col. 6, lines 1 -67, col. 7, lines 1-11, col. 9, lines 11 -26, 
fig. 1-8]. 

However, Schreiber does not teach explicitly that the number of state transitions 
occurring between logic state transition of device select signal is user-controlled. 

Suzuki teaches an analog-to-digital [A/D] converter, a mode selection section for 
selecting a conversion mode and a standby mode, and control section for controlling 
A/D based on the respective mode and breaks the current path during a standby mode 
[first state] and duration [time window] specified from outside of the system [user- 
controlled][col. 1 , lines 48 - 57, col. 3, lines 7 - 53, col. 4, lines 34 - 52]. 
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It would have been obvious to one of ordinary skill in art, having the teachings of 
Schreiber and Suzuki before him at the time of invention was made, to modify the 
controller [107] and timing generator [17] disclosed by Schreiber to include a capability 
of specifying the duration from outside [user-controlled/specified] as taught by Suzuki in 
order to obtain an analog-to-digital converter [A/D device] and method of operation with 
duration of standby mode specified from outside [user-controlled] to obtain an optimum 
periodic or intermittent operation of system while saving power, and a variable setting 
for standby counter enables a single clock signal to control different timings in system 
thereby avoiding an increase of the size [col. 4,. lines 35 -46]. 
36. As to claim 28, Schreiber teaches an analog-to-digital converter having an 
analog input signal [Vin, col. 2, line 15] and digital output signal [Dout, fig. 1] comprising: 
a conversion subsystem [100, fig. 1] that converts the analog input signal [Vin] into the 
digital output signal [Dout][col. 4, lines 38 - 52]; a range programming subsystem 
responsive to a device select input signal and a serial clock input signal; such that full- 
scale input voltage range [internal reference voltages] of the analog- to-digital converter 
is selected from among a plurality of full-scale input voltage ranges [col. 9, lines 20 - 26] 
in response to a number of logic state transitions of the serial clock input signal 
occurring between logic state transitions of the device select signal [col. 3, lines 44 - 64, 
col. 8, lines 38-43, col. 9, lines 11 -26]. 

However, Schreiber does not teach explicitly that the number of logic state 
transition of the serial clock is user-controlled. 
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Suzuki teaches an analog-to-digital [A/D] converter, a mode selection section for 
selecting a conversion mode and a standby mode, and control section for controlling 
A/D based on the respective mode and breaks the current path during a standby mode 
[first state] and duration [time window] specified from outside of the system [user- 
controlled][col. 1 , lines 48 - 57, col. 3, lines 7 - 53, col. 4, lines 34 - 52]. 

It would have been obvious to one of ordinary skill in art, having the teachings of 
Schreiber and Suzuki before him at the time of invention was made, to modify the 
controller [107] and timing generator [17] disclosed by Schreiber to include a capability 
of specifying the duration from outside [user-controlled/specified] as taught by Suzuki in 
order to obtain an analog-to-digital converter [A/D device] and method of operation with 
duration of standby mode specified from outside [user-controlled] to obtain an optimum 
periodic or intermittent operation of system while saving power, and a variable setting 
for standby counter enables a single clock signal to control different timings in system 
thereby avoiding an increase of the size [col. 4, lines 35 - 46]. 

37. As to claims 2 - 3, 12, Schreiber teaches an initializing [reset] a device select 
signal [SCLK], and placing the device select signal [SCLK] into an inactive logic state, 
which is a HIGH logic [logic "1"] state [col. Col. 6, lines 14-18]. 

38. As to claims 4-5, 13, 15, Schreiber teaches an asserting the device select 
signal [SCLK] and placing the device select signal [SCLK] into an active logic state, 
which is a LOW logic [logic "0"] state [col. 6, lines 24 - 25]. 

39. As to claims 6-10, Suzuki teaches generating a timing signals with timing 
diagram representing clock, start, stop signal, standby signal [fig. 6]. 
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40. As to claim 14, Schreiber discloses reduced power consumption mode [power 
down operation] [col. 6, lines 32 - 41 , fig. 8]. 

41 . As to claim 18-21, Suzuki teaches clock signal [CLOCK], timing signal with 
standby counter [27, fig. 5] to activate and inactivate standby state signal [fig. 5] by 
counting the number of pulses of clock to reestablish condition necessary for to start 
new conversion [col. 3, lines 7-15]. 

42. As to claim 23, Schreiber discloses an analog-to-digital converter and method of 
operation which teaches successive approximation [col. 10, lines 36 - 40], and track 
and hold circuit is inherent to converter core moreover, is also very well known in A/D 
converter [please also refer Fong, US Patent 5,367,300] too. 

43. As to claim 24, Schreiber teaches a data multiplexer [23, MUX] coupled to means 
of converter and serial clock signal [SCLK], and a serial data output [Dout] [fig. 2, 3, 6]. 

44. As to claim 25, Schreiber discloses the analog-to-digital converter including a 
means for generating [DSP] at least one command [col. 6, lines 14-41, col. 7, lines 60 
- 67, col. 8, lines 1 - 30], command register [25], counter [16, timer] and a controller 
[107] command register [25] coupled with timing generator [17], therefore he teaches 
necessary clock divider too [col. 44 - 63, col. 7, lines 60 - 67, col. 8, lines 1 - 30, fig. 5 
-6, fig. 1,3,6]. 

45. As to claim 26, Schreiber discloses the analog-to-digital converter including a 
means for selecting [107, controller] an operating mode [Power Down] in response to 
command signal [25, command register] including power management logic [selecting 
values of internal values], counter [16, timer] logic, and timing generator [17] [col. 6, 
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lines 33 - 41 , col. 7, lines 60 - 67, col. 8, lines 1 - 30, col. 9, lines 1 1 - 26], and a 
controller [107] coupled with timing generator [17] therefore, he teaches necessary 
clock divider too [col. 44 - 63, col. 7, lines 60 - 67, col. 8, lines 1 - 30, fig. 5 - 6]. 

46. Examiner's note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

47. Prior Art not relied upon: Please refer to the references listed in attached PTO- 
892, which, are not relied upon for claim rejection since these references are relevant to 
the claimed invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nitin C. Patel whose telephone number is 571-272- 
3675. The examiner can normally be reached on 6:45 am - 5:15 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne H. Browne can be reached on 571-272-3670. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Nitin C. Patel 
July 26, 2005 




